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Docket No.: 49657-217 ' PATENT 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

re Application of 

RECEIVED 

Group Art Unit: 2133 JUN 2 3 2003 

Examiner: Guy Lamarre TechflOlogy Cefltef 2100 



Shigeki OHBAYASHI 
Serial No.: 09/196,136 
Filed: November 20, 1998 



For: SEMICONDUCTOR INTEGRATED CIRCUIT HAVING BONDING 
OPTIONAL FUNCTION 

PETITION FOR REVIEW OF THE DIRECTOR'S DECISION UNDER 37 CFR 
1.181(a)(3) REGARDING REOUEST TO WITHDRAW HOLDING OF 

- ABANDONMENT 

RECEIVED 

Mail Stop Petition ' ^ 

Commissioner for Patents ~ JUN 2 3\M)3 

P.O. Box 1450 ^ 

Alexandria, VA 22313-1450 Technologv Center 2bUU 



Sir: 



Noting the Decision on Petition mailed May 19, 2003, wherein the Request for 



Reconsideration filed September 9, 2002 is DISMISSED , applicants respectfully further 
request reconsderation for the following reasons: 

(1) The Decision indicates that there is no provision for filing a request for 
change of correspondence address by email. The undersigned hereby submits that there T 
is no provision prohibiting the filing of the change of address appropriately by email. It is [ 
noted that upon the undersigned's office's inquiry to the USPTO in June, 2000 on how to 
effect an electronic change of address by customer number, the office was advised by 
Terry Downey that submission by email was acceptable (Exhibit A). From August 25, 
2000 through October 24, 2000, by multiple email communications with Ms. Downey 

RECEIVED 

JUL ? 1 2003 

WDC99 769637-1.049657.0217 OFFICE OF PETITIONS 



09/196,136 ^ ^ 

and Tina Fuller of the USPTO Electronic Business Center, the Change of Address by 
customer number was submitted, acknowledged, reviewed and corrected (Exhibit B). A 
copy of the USPTO Correspondence Address Database showing that the change of 
address for the undersigned's customer number was in fact modified by Ms. Fuller on 
October 12, 2000 and a confirmation of the Kst of applications indicating the change 
entered into the USPTO records (a partial copy provided herewith) is attached as Exhibit 
C. 

2) The decision indicates that applicant's submission provides evidence that 
the Office Action was not received at the firm's Washington DC address, did not provide 
evidence of non-receipt with respect to the address of record and did not show non- 
receipt for the January 19, 2001 Official Action. It is respectfully submitted that in view 
of 1) above, applicants have provided evidence that the address of record was the 
Washington DC address, and the evidence provided in the Request filed September 9, 
2002 adequately establish proof of non-receipt of the Official Action dated January 19, 
2001 (a copy of the automated docket and Docket Book page for the due date of April 19, 
2001 is resubmitted herewith in Exhibit D). 

3) It is further submitted that the Notice of Abandonment is based on the 
August 16, 2001 Office Action (not the January 19, 2001 office action). In this regard, it 
is respectfully submitted that the evidence provided in the Request filed May 6, 2002 
adequately estabUsh proof of non-receipt of the Official Action dated August 16, 2001, 
despite a Correspondence Address Change filed July 24, 2001 pursuant to the Examiner's 
request (a copy of the automated docket and Docket Book page for the due date of 
November 16, 2001 is resubmitted herewith in Exhibit E). 
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In view of the foregoing, it is respectfully submitted that the undersigned took 
proper steps for recording change of address with the USPTO, that such change of 
address was recorded by the USPTO, and has provided adequate evidence to established 
that an error in mailing occurred on the part of the USPTO for both the January 19, 2001 
Official Action and its remailing on August 16, 2001. Accordingly, rescind of the 
abandonment, return to pending status of the application and remailing of the Action with 
reset date and believed to be in order and respectfully requested. 

To the extent necessary, a petition for an extension of time under 37 C.F.R. 1.136 is 
hereby made. Please charge any shortage in fees due in connection with the filing of this 
paper, including extension of time fees, to Deposit Account 500417 and please credit any 
excess fees to such deposit account. 



600 13'' Street, N.W. 
Washington, DC 20005-3096 
(202) 756-8000 SABxms 
Facsimile: (202) 756-8087 
Date: June 19, 2003 



Respectfully submitted. 
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:. 08/25/00 04:07 PM 



beanna Dick 



To: tdowney@uspto,gov 
cc: 

Subject: Items to add to our customer number 



Here is our Excel document regardin cases that should be associated with our Customer Number 
20277. Please let me know if we prepared this properly and if we need to provide anything else. 



- WDC99_308172_1.XLS 



beama Dick 

IP Administrator 

McDermott, Will & Emery 

202-756-8308 

ddick@mwe.com 



This message is a PRIVATE communication. If you are not the intended recipient, please do not 
read, copy, or use it, and do not disclose it to others. Please notify the sender of the delivery error 
by replying to this message, and then delete it from your system. Thank you. 



Thank you. 




Tina.Fullcr@USPTO.S To: Deanna Dick/DC/AAW<&E@AAW<&E 

OV cc: 

Subject: FW: Items to add to our customer number 

08/28/00 07:28 AAA 



Hi Deanna, 

Terry forwarded your spreadsheet to me for processing and there is a problem 
with the formatting. I have attached a copy of a template spreadsheet that 
you can use with all of the formatting already done. AAost importantly, 
please remove all of the "/" and from the serial numbers and patent 
numbers. Also, the date should be in 00/00/00 format. Lastly, we cannot use 
your Client/AAatter numbers, so you can remove those columns. Please email 
your spreadsheet directly to me once it's done, thanks! 
«cust_req_instructions_new.xls» 
Tina Fuller 
USPTO 

Patent Electronic Business Center 
Voice: (703) 308-6130 , 
Fax: (703) 308-2840 
tina.fuller@uspto.gov 

> Original AAessage 

> From: Downey, Terry 

> Sent: Friday, August 25, 2000 5:02 PAA 

> To: Fuller, Tina (Troy System) 

> Subject: FW: Items to add to our customer number 

> 
> 
> 

> Original AAessage 

> From: ddick@mwe.com [SAATP:ddick@mwe.com] 

> Sent: Friday, August 25, 2000 4:07 PAA 

> To: tdowncy@uspto.gov 

> Subject: Items to add to our customer number 

> 
> 
> 

> Here is our Excel document regardin cases that should be associated with 

> our 

> Customer Number 20277. Please let me know if we prepared this properly 

> and if 

> we need to provide anything else. 



> Thank you. 
> 

> (Sec attached file: WDC99_308172_1.XLS) 

> Deanna Dick 

> IP Administrator 

> AAcDermott, Will & Emery 

> 202-756-8308 

> ddick@mwe.com 
> 

> 



> This message is a PRIVATE communication. If you are not the intended 

> recipient, please do not read, copy, or use it, and do not disclose it to 

> others. Please notify the sender of the delivery error by replying to 

> this 

> message, and then delete it from your system. Thank you. 



^ A Utr 4r 1^ * :«r 



«AAicrosoft Excel 97» 



- cust_req_instructions_new,xls 
-WDC99 308172 l.XLS 




Dcanna Dick To: tina.fuller@uspto.gov 

cc: 



^ 08/29/00 06:25 PM s^^ject: 020277 

Thank you so much for the rapid response! Okay; here goes again! 
beoma Dick 

McDermott, Will & Emery 
202-756-8308 



WDC99 308172 l.XLS 



This message is a PRIVATE communication. If you are not the intended recipient, please do not 
read, copy, or use it, and do not disclose it to others. Please notify the sender of the delivery error 
by replying to this message, and then delete it from your system. Thank you. 




,_Deanna Dick To: tina.fullcr@uspto.gov 

09/25/00 04:28 PAA 



mmm 



"-■^Himm.. Subject: 020277 

Just wanted to make sure you received the e-mailed doc. below last month; I know you may not be 
ready with a listing yet; but just wanted to make sure you have received so that it's in progress. 
Thanks! 

Oeama Dick 

AAcDermott, Will A Emery 
202-756-8308 



Forwarded by Dcanna Dick/DC/MWAE on 09/25/2000 04:26 PM - 
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Deanna Dick 
08/29/2000 06:25 PAA 



To: tina.fuller@uspto.gov 

cc: 

Subject: 020277 



Thank you so much for the rapid response! Okay; here goes again! 
Deanna Dick 

AAcDermott, Will A Emery 
202-756-8308 



-WDC99 308172 1.XL5 



1^ * * 1^ :Ar * A * :^ * * 4^ ii^ A 

This message is a PRIVATE communication. If you are not the intended recipient, please do not 
read, copy, or use it, and do not disclose it to others. Please notify the sender of the delivery error 
by replying to this message, and then delete it from your system. Thank you. 




Tina.Fuller@USPTO.S To: Deanna Dick/DC/MW<&E@AAW<SiE 

OV cc: 

Subject: RE: 020277 

09/29/00 12:52 PAA 



Hi beama, 



I apologize for the delay. I just realized (via your email reminder) that I 
hadn't gotten your file back from our database people yet. They run it 
through the database to see if there are any "questionable" files that we 
would need you to verify, and they haven't gotten that report to me yet. So 
I sent the file to them again today, so hopefully I will have something 
shortly to send to you. It doesn't normally take this long, so please 
accept my apologies. 

Thank you for your patience! 

Tina Fuller 
USPTO 

Patent Electronic Business Center 
Voice: (703) 308-6130 
Fax: (703) 308-2840 
tina.fullcr@uspto.gov 



Original Message 

From: ddick@mwe,com [mailto:ddick@mwe.com] 
Sent: Monday, September 25, 2000 4:29 PM 
To: tina.fullcr@uspto.gov 
Subject: 020277 



Just wanted to make sure you received the e-mailed doc. below last month; I 
know 

you may not be ready with a listing yet; but just wanted to make sure you 
have 

received so that it's in progress. Thanks! 
beanm Dick 

McDermott, Will A Emery 
202-756-8308 



- Forwarded by beama Dick/DC/MWAE on 09/25/2000 04:26 

PAA 



Dcanno Dick 
08/29/2000 06:25 PAA 

To: tina.fullcr@uspto.gov 
cc: 

Subject: 020277 

Thank you so much for the rapid response! Okay; here goes again! 
Deanna Dick 

AAcDermott, Will & Emery 
202-756-8308 



(See attached file: WDC99_308172_1.XLS) 



This message is a PRIVATE communication. If you are not the intended 
recipient, please do not read, copy, or use it, and do not disclose it to 
others. Please notify the sender of the delivery error by replying to this 
message, and then delete it from your system. Thank you. 



... . .i,„Deanna Dick To: Tina.Fuller@U5PTO.eOV 

"""^^ Subject: RE: 020277[: 




Thanks; appreciate your attention to this! 
Deanna Dick 

AAcDermott, Will & Emery 

Tina.Fuller@USPTO.eOV on 09/29/2000 12:52:34 PM 




Tina.Fuller@USPTO.eOV on 09/29/2000 12:52:34 PM 



To: Deanna Dick/DC/AAWAE@MWdE 

cc: 

Subjec RE: 020277 

t: 



Hi Deanna, 



I apologize for the delay. I just realized (via your email reminder) that I 
hadn't gotten your file back from our database people yet. They run it 
through the database to see if there are any "questionable" files that we 
would need you to verify, and they haven't gotten that report to me yet. So 
I sent the file to them again today, so hopefully I will have something 
shortly to send to you. It doesn't normally take this long, so please 
accept my apologies. 

Thank you for your patience! 

Tina Fuller 
USPTO 

Patent Electronic Business Center 
Voice: (703) 308-6130 



Fax: (703) 308-2840 
tina.fuller@uspto.gov 



Original Message 

From: ddick@mwe.com [mailto:ddick@mwe,com] 
Sent: Monday, September 25, 2000 4:29 PM 
To: tina.fuller@uspto.gov 
Subject: 020277 



Just wanted to make sure you received the e-mailed doc. below last month; I 
know 

you may not be ready with a listing yet; but just wanted to make sure you 
have 

received so that it's in progress. Thanks! 
{^eama Dick 

McDermott, Will A Emery 
202-756-8308 

- - " Forwarded by beama t)ick/DC/MWAE on 09/25/2000 04:26 

PM 



Deanna Dick 
08/29/2000 06:25 PM 

To: tina.fuller@uspto.gov 
cc: 

Subject: 020277 

Thank you, so much for the rapid response! Okay; here goes again! 
Deanna Dick 

McDermott, Will A Emery 
202-756-8308 



(See attached file: WDC99_308172_1.XLS) 



********* 

This message is a PRIVATE communication. If you are not the intended 
recipient, please do not read, copy, or use it, and do not disclose it to 
others. Please notify the sender of the delivery error by replying to this 
message, and then delete it from your system. Thank you. 

**************************************************************************** 
********* 



Tina.Fullcr@USPTO.S To: Deonna C)ick/DC/MW<iE@MWAE 

OV cc: 

Subject: Excel Spreadsheet Error Files for Customer # 20277 

10/03/00 07:25 AM 



Hi. 

r have received your spreadsheet to associate your applications/patents with 
your customer number, and there arc just a few more questions. There are a 
few files that are currently going to a different address for correspondence 
and we just have to do a little preventative maintenance to be absolutely 
sure that you do, in fact, want to update these files to your customer 
number. 

Please take a look at the attached spreadsheet, which lists the 
"questionable" applications. Once you have verified whether or not you wish 
to associate these applications/patents with your customer number, please 
mark them as such on the attached spreadsheet (i.e., yes/no) and email it 
back to me, or simply email me the list of applications/patents that you DO 
NOT wish to be associated with your customer number. Please DO NOT delete 
any applications from the spreadsheet. 

If there are NO changes to be made, you can just email me back to let me 
know that it is ok to associated all files with your customer number. 

If you have any questions, please feel free to contact me. 
«20277cusno„error.xls» 

Tina Fuller 
USPTO 

Patent Electronic Business Center 
Voice: (703) 308-6130 
Fax: (703) 308-2840 
tina.fuller@uspto,gov 




- 20277cusno error.xls 



Ocanna Dick To: tina.fuller@uspto.gov 

.^^^^P; 10/24/00 02:33 PM 020277 

Tina - , I have now finally completed the review of the 'error list' you sent to me regarding our 
customer number 020277. 

Further to our telephone conversation a couple of weeks ago, I have attached an Excel spreadsheet 
which includes only those applications which were on the error list and which 5HOUL0 be associated 
with our customer number. (There were in fact several that were properly being associated with 
other addresses which I have not included here). 

[As you may remember, you asked that I submit it this way because you kindly went ahead and 
updated the ones that were ok]. 

Of course if you have any questions, just e-mail or call. 



Thank you so much; you're always a pleasure to work with. 



WDC99 337147_1.XLS 



This message is a PRIVATE communication. If you are not the intended recipient, please do not 
read, copy, or use it, and do not disclose it to others. Please notify the sender of the delivery error 
by replying to this message, and then delete it from your system. Thank you. 



For more information on McDERMOTT, WILL & EMERY please visit our website at: 
http://www.mwe.com/ 



Correspdhdence; Address^i 
; Customer Humberr-t^ 



20277 



Change Ife«son' 



r- Directly Supplied - 



Name * ImcOERMOTT V^LL & EMERY 



Street !^ |g00 13TH STRfEL M.W. 



r 



.Refresh 



Ctear 



City* VVASHIKGTON 



Countfy* US 



-?hone No.^E^rt.- 



^ r-r 



-Fax Ho. ^ 



202 756 8087 



Last iilbdifii^ 'l^-^^-^^' 



'102)21/2002 




Begin 



i)ate End Date l^iahge Cu^tomdr^^^^^ 



03/20/2001.... 
10/1272000 
10/1 2/2000 
10/12/2000 
01/12/1999 



iii m »» < w"w w U * "i ' " 1"" ** 

20277 



03/19/2001 
10/12/2000 



CREQ 



20277 
20277 
20277 



MmERMOTTWIlX&EMERYmm^^ 

KRMOlfwVLS, EMERY 60013TH STREET, N.W. WASHINGTON 20005-3 
MCDERMOTT WILL I EMERY SUITE 300 99 CANAL CENTER PU^ZA ALEXANDR 





Customer: 1020277 
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McDermott, Will & Emery 










600 13th St., NW 




1 




Washington. DC 20005-3096 
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; 07041 796 






yes 


yes 


yes 


107186504 






yes 


yes 


yes 


j 07559550 






yes 


yes 


yes 


'07759437 




09/13/91 


yes 


yes 


y CO 


^09196107 




11/20/98 


yes 


yes 


yes 


109196135 




1 1/20/98 


yes 


yes 


yes 


,09196136 




11/20/98 


yes 


yes 


yes 


09196236 




1 1/20/98 


yes 


yes 


yes 


; 091 96245 




1 1/20/98 


yes 


yes 


yes 



Country Application 



09-Sep-02 



Client-Matter: 049657-0217 
Family Number: 049657-0217 
Case Type: PRI 

Application Number: 09/196,136 

Patent Number: 
Publication Number: 

Priority Number: 10-168311 
Tax Schedule: LE 

Reel & Frame: 
Group Art Unit: 2812 

Agent: 
Agent Reference Number: 

List Of User Actions 
Action(s) Due 



Country: US SubCase: 021 
United States of America 
Application Status: Pending 

Filing Date: 20-Nov-1998 
Issue Date: 
Publication Date: 

Priority Date : 1 6-Jun- 1 998 
Expiration Date: 
Tax Start Date: 

ClientRef: 998140-01 



Due Date 



Action Taken 



REQ FOR RECONSIDERATION 



09-Sep-2002 Final 



Remarks: UTIL APP W/F DRWGS, IDS, PRIOR, CPD, ASSIGN F. 1 1/20/98; 

CORRESPONDENCE ADDRESS CHANGE F. 7/24/01 (VIA FAX TO 
EXAMINER) ~ N/ABANDONMENT RECD 04/24/02 - REQ TO 
WITHDRAW HOLDING OF ABAND F. 05/06/02; DEC ON PET, 
DISMISSED, DTD 7/9/02 RECD 7/15/02 



User ID: myeholt 



Date Created: 15-Nov-1999 



Last Update: 16-Jul-2002 



follow 



2G0 1 1 09th day - 256 ^-^ys follow 




#UR )AY 19 



APRIL 




Country Application 



02-May-02 



Client-Matter: 049657 -0217 
Family Number: 049657-0217 
Case Type: PRI 

Application Number: 09/196,136 

Patent Number: 
Publication Number: 

Priority Number: 10-168311 
Tax Schedule: LE 

Reel & Frame: 
Group Art Unit: 2812 

Agent: 
Agent Reference Number: 

hHt Of User Actiogs 



Country: US SubCase: 
United States of America 
Application Status: Pending 

Filing Date: 20-Nov-1998 
Issue Date: 
Publication Date: 

Priority Date: 16-Jun-1998 
Expiration Date: 
Tax Start Date: 

ClientRef: 998140-01 



021 



Action($) Due 


Due Date 




Action Taken 


REPLY TO NOT. OF ABAND. 


07-May-2002 


Final 




Office Action Received Yet? 


27-Jun-2002 


Due Date 





Remarks: UTIL APP W/F DRWGS, IDS, PRIOR, CPD, ASSIGN F. 1 1/20/98; 

CORRESPONDENCE ADDRESS CHANGE F. 7/24/01 (VIA FAX TO 
EXAMINER) - N/ABANDONMENT RECD 04/24/02 



User ID: BARTIS 



Date Created: 15 -Nov- 1999 



Last Update: 30-Apr-2002 



NOVEMBER 



m 



FRIDAY 



J 1 320th day - 45 days follow 



^ o pC-o\T op) /L-g^ o f) s-e 



1- Uit^h. u<r 



nc 




'Ah. 



421. 





